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UNITED STATES DISTRICT COURT 
NaTIONAL Lock WaSHER Co. v. Hopss Mec. Co. 
(210 Fed. Rep., 516.) 

District of Massachusetts, January 2, 1914. 


1. NAME OF PATENTED ARTICLE—REGISTRATION UNbER TEN-YEAR CLAUSE 
A name that during the lifetime of a patent has served to identify 
the patented article can not be monopolized beyond the life of th 
patent by registration under the ten-year clause of the federal law. 
at least when the exclusive use of the mark during the ten-year period 
has been under the protection of the patent monopoly. 
. NAME OF PATENTED ARTICLE—RIGHTS OF REGISTRANT. 
The right of a registrant in a name of this character is limited to 
the prevention of the use of the name in any form calculated to deceive 
the public as to the origin of the goods. 


In Equity. On final hearing. Decree for defendant. 


Gifford & Bull, of New York City, for complainant. 
Clarke, Raymond & Coale and Coale “Hayes, all of Boston, 
Mass., for defendant. 


BincHAM, Circuit Julge—This is a bill in equity brought 
by the complainant to restrain the defendant from using the 
word “National” in any way in connection with the manufacture 
and sale of lock washers, even though the use made of the word 
is in no way calculated to deceive the public as to the origin of 
the article dealt in by the defendant. In other words, it is con- 
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ceded that there is no evidence in the case from which it can be 
found that the use made by the defendant of the word “National” 
indicates that the complainant was the manufacturer of the 
article so as to mislead or deceive the public as to its origin. 
The question of unfair competition is therefore eliminated from 
the case. 

It appears that on April 20, 1886, one Harvey procured a 
patent from the United States Patent Office on a nut lock; that 
the complainant purchased it and during the life of the patent 
manufactured and sold the patented article, under the name of 
“the National Lock Washer,” in interstate and foreign com- 
merce ; that during the life of the patent the complainant marked 
the boxes, kegs, and containers in which it sold the lock washers 
with the words “the National Lock Washer Company, Newark, 
New Jersey,” and with the date of the patent, and inclosed in the 
packages a circular on which was printed the words “the National 
Lock Washer,’ with a cut showing the lock washer as applied 
to a bolt, and the word “Patented” beneath it. 

The patent expired April 20, 1903. After the expiration of 
the patent, the complainant made an application to the 
United States Patent Office, in which it stated that it had adopted 
the word “National” as a trade-mark, and that the class of 
goods to which the mark had been appropriated and used was 
lockwashers and nut locks. The application was made under 
the ten-year clause of section 5 of the Trade-Mark Act of 
February 20, 1905, and contained a statement that the mark had 
been continuously used in the business of the complainant since 
the year 1886, and actually and exclusively used by it or its 
predecessors in title for ten years next preceeding the passage 
of the act of 1905. 

On May 8, 1906, letters of registration were issued to the 
complainant. After registration was allowed, the complainant 
changed its stencils, and marked all packages with the name of 
the company and with the words “the National Lock Washers, 
Reg. U. S. Pat. Office,” and inclosed in all the packages a circular 
having on it the words “the National Lock Washers,” with a cut 
of the article, and under it the words “Reg. U. S. Pat. Office.” 
The defendant manufactures and sells lock washers. In 
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shipping its goods the boxes are stenciled “American Wire 
Washers,” with the words “National Pattern,” “Plain Pattern,” 
and “Positive Pattern,” to indicate the kind of washer in each 
box, and the words “From Hobbs Manufacturing Company.” 

The defendant contends that this case is governed by the 
decision in Singer Manufacturing Co. v. June Manufacturing 
Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 118; that under 
the rule of that case, upon the expiration of the Harvey patent in 
1903, the word “National,” as applied to lock washers con- 
structed under that patent, became public property, and that it 
had the right thereafter to make lock washers covered by the 
patent and to sell them under the designation of the National 
Pattern, provided it clearly indicated, as it did, that the article 
it dealt in was of its own manufacture; that neither the pat- 
entee nor his successor in title, the complainant, could acquire a 
monopoly in the word “National” on the theory that it had 
become a trade-mark denoting origin; that, whether it denoted 
origin or, by reason of its use during the existence of the patent, 
had become descriptive of the kind of washer manufactured 
thereunder, neither the patentee nor his successor could acquire 
a monopoly in the word by having it registered under the act of 
1905 as a technical trade-mark, or as a descriptive word under 
the ten-year clause; and that its use under the patent, being a 
monopoly, can not be availed of as proof for the purpose of ex- 
tending the monopoly for an additional twenty years by registra- 
tion under the ten-year clause of the act of February 20, 1905. 

This contention meets my approval. The underlying princi- 
ple in the Singer-June Case is that it is against the policy of the 
law to extend the monopoly of the patentee or his successor in 
title in the patented article after the expiration of the patent 
through a name, which during the existence of the patent has be- 
come descriptive of the article. 

Then again, in construing the Trade-Mark Act of 1905, it 
is a reasonable inference that Congress did not intend that the 
provisions of that act should operate to continue the monopoly 
through registration under it, or that the use of a word in con- 
nection with a patented article and during the life of the patent 
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should be availed of to make up the ten years of actual and ex- 
clusive use necessary to authorize registration. 

If, however, the use of a word descriptive of a patented arti- 
cle and used by the patentee or his successor in title during the 
life of the patent may be availed of by him to make up the ten 
years of actual and exclusive use necessary to authorize registra- 
tion of such a word under section 5 of the act, the most that 
can be claimed for registration thereunder is that it confers upon 
the descriptive word the attributes of a technical trade-mark. 
Coca-Cola Co. v. Nashville Syrup Co. (D. C.) 200 Fed., 153, 
154 | Reporter, Vol. 3, p. 28; See also, Vol. 2, p. 318] ; American 
Lead Pencil Co. v. Gottlieb (C. C.) 181 Fed., 178; Thaddeus 
Davids Co. v. Davids (C. C.) 190 Fed., 285 [Reporter, Vol. 1, 
p. 215; reversed, Vol. 2, p. 45]. But in the Singer-June Case a 
technical trade-mark which, during the life of the patent, had 
been so used in connection with the patented article as to be- 
come descriptive of it was held, to the extent that it had become 
descriptive, to be dedicated to the public together with the right 
to manufacture and sell the patented article, and that the owner’s 
right under the trade-mark was limited to restraining others 
from so using it as to mislead the public. And so here the word 
National,” to the extent that it denotes origin or, by reason of its 
use in connection with lock washers, has come to denote origin, 
and by registration has become a statutory trade-mark pos- 
sessing the attributes of a technical one, would be protected in the 
same way, and only to the extent of restraining the defendant 
from so using it as to give the public to understand that the 
article it deals in was that of the complainant. 

In Yale & Towne Manufacturing Co. v. Worcester Manu- 


facturing Co., 195 Fed., 528, 115 C. C. A., 491 [Reporter, Vol. 2, 


p. 276], the original record in the case discloses that, after the 
expiration of the “Blount” patents for door checks, the Yale & 
Towne Company, the owners of the patent, procured a registra- 
tion of the word “Blount” under the ten-year clause of the act 
of 1905. But it would seem that neither counsel nor court re- 
garded the registration as adding anything to the complainant’s 
rights. 


The complainant relies upon the case of Hughes v. Smith 
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(D. C.) 205 Fed., 302 [Reporter, Vol. 3, p. 375] to support its 
contention. But the facts in the Hughes Case are not the same 
as those in’this case, and consequently the question decided is 
not the same as the one here presented. There Hughes was not 
the owner of the patent or the manufacturer of the patented 
brush on which he used the mark, and the word “Ideal” was not 
used by the owner of the patent and manufacturer of the brush 
to designate it as a patented article or to designate the manu- 
facturer of the article. It was adopted by Hughes’ predecessors 
in title for their own benefit and as their trade-mark on goods 
which they had purchased from the manufacturer and owner of 
the patent and sold in the markets of this country; and, after 
the purchase of the business of his predecessors, Hughes con- 
tinued to use the mark in the same way to designate the particu- 
lar brush sold by him, and not the brush as a patented article, or 
to designate the manufacturer. This clearly appears on page 
331 of 205 Fed. of the opinion, where the court uses this lan- 
guage : 


“As there must be a manufacturer before the merchandise passes to 
the hands of merchants for sale, and as a trade-mark may be adopted by 
a particular merchant to designate and distinguish the particular goods 
owned and sold by him, the trade-mark adopted here by Reid and his 
associates (Hughes’ predecessors in title) designated, not the brush as 
a patented brush or the manufacturer, but the particular brush sold by 
Reid and his successors, not the manufacturer or the origin of the 
brush, but the merchant who owned, sold, or dealt in those particular 
brushes in the United States. And it was not the name given to a patented 
brush to designate it from others not patented” [Reporter, Vol. 3, p. 386]. 


Then again, at the bottom of page 311 and top of page 312 
of 205 Fed., the court proceeds to distinguish the case from that 
of Singer v. June, 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 
118, and, after commenting on that case, it says: 


“But this patented hair brush never bore the name ‘ideal’ as its generic 
name during the life of the patent. It was not the name by which it was 
known, except as to one variety thereof sold in the United States and 
Canada, and was not there applied to it by the patentees. It was not used 
or applied to designate the brush, that particular style or make of brush, 
but as the trade-mark of the merchant who dealt in and sold it in the 
United States and Canada, and solely to indicate the firm or persons who 
dealt in or sold it, the origin of sale. This is not an attempt by Reid and 
his associates, or their successor in right, to perpetuate a monopoly in its 
brush after the expiration of the patent” [Reporter, Vol. 3, p. 387]. 
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The court then suggests the query if the name which an in- 
ventor applies to a patented article belongs to the public after 
the patent expires, whether an arbitrary name used by a person 
having the sole and exclusive right to sell an article in the 
country where patented and by which name it becomes known 
there, does not also pass to the general public on the expiration 
of the patent. I fail to find any answer in the opinion to this 
query. The conclusion finally reached was (205 Fed., 315) that 
as Hughes was not the owner of the patent or the manufacturer 
of the brushes, and was the owner of the trade-mark, the word 
“Tdeal,” “under the facts and circumstances of this case, was 
entitled to registration, and, being entitled to registration by 
Hughes, is entitled to protection.” 


The bill is dismissed, with costs. 


[The authoritative interpretation of the ten-year clause of the trade- 
mark act waits upon the decision of the United States Supreme Court, 
in the case of Thaddeus Davids Co. v. Davids, supra, argued in that 
court upon the return of a writ of certiorari, in January last. The de- 
cision of the Circuit Court cited in the opinion was reversed as above 
indicated (Reporter, Vol. 2, p. 45) in a decision not yet reported in the 
official series. ] 





RusBer & CELLULOID HARNESS TRIMMING Co. v. JoHN L. Wurr- 
ING-J. J. ADAMs Co. 


(210 Fed. Rep., 393.) 
District of Massachusetts, December 31, 1913. 


1. JuRtspIcTIoON—SvuttT FOR INFRINGEMENT OF REGISTERED TrADE-MARK. 

A suit between citizens of different states for infringement of a 
trade-mark registered under the federal statute is not one founded 
wholly on diversity of citizenship. The defendant is therefore subject 
to suit only in the district of its residence. 

. JURISDICTION—RIGHT TO REMOVE. 

A suit under a federal statute brought in the wrong district can 
be prosecuted there, unless the defendant objects, in which case it 
must be removed to the district of the defendant’s residence. 

3. JURISDICTION—REMOVAL FROM STATE Court. 

A suit brought in the state court and removable to the federal 
court may properly be removed on motion of the defendant to the 
federal court of the district where it was brought, even though that 
be not the district of defendant’s residence. 

4. JURISDICTION—WAIVER OF RIGHT TO REMAND. 

A party does not necessarily waive its right to object to the 

jurisdiction of the court by moving in the suit, where it reserves at 
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each step of the proceeding the right to object to the jurisdiction of 
the court and to make a timely motion to remand ‘the case to the 
state court. 

In Equity. On motion to remand to the Massachusetts 


Supreme Judicial Court. Denied. 


Gaston, Snow & Saltonstall, of Boston, Mass., for complain- 
ant. 
William Quinby, of Boston, Mass., for defendant. 


DopcE, District Judge—The plaintiff, a New Jersey cor- 
poration having its principal place of business within that state, 
brought this bill in equity against the defendant, a Maine cor- 
poration alleged to have its principal place of business in Bos- 
ton, in the Massachusetts Supreme Judicial Court. The de- 
fendant’s attorney admitted due service of the writ summoning 
it to appear and answer. 

The defendant seasonably filed its petition in the state court 
for the removal of the case here. The record was filed here 
September 13, 1913. On October 15th, the plaintiff filed this 
motion to remand. The ground alleged in the motion is that, 
in view of the citizenship and residence of the parties, the case 
is not within the original jurisdiction of this court. 

1. The motion treats the case as if the diverse citizenship 
of the parties were the only ground upon which jurisdiction in a 
federal court could be maintained. The bill alleges that the 
plaintiff had owned and continuously used certam registered 
trade-marks. It proceeds to charge the defendant with violating 
its rights acquired in connection therewith. It asks an in 
junction and an accounting. I do not think the case thus pre- 
sented is to be regarded as a suit in which the jurisdiction of 
this court can be “founded only on the fact that the action is 
between citizens of different states.” Section 51, Judicial Code. 
I think it is also a suit arising under the trade-mark laws of the 
United States, and that the subject-matter, as set forth in the 
bill, is enough to confer federal jurisdiction ; so that the applicable 
provision of section 51 is that forbidding a defendant to be sued 
in any district than that whereof he is an inhabitant. 


2. The plaintiff, then, might have brought the suit in this 
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court originally, if it could get service on the defendant within 
this district, as it has. This court would have retained jurisdic- 
tion unless the defendant had objected that it was not being sued 
in the district of its residence. That it might have raised this 
objection is of no consequence for the present purpose, since 
it is the defendant who has invoked the jurisdiction of this 
court by its petition for removal. This court, being the Dis- 
trict Court to be held in the district where the suit was pend- 
ing before removal, is the District Court “for the proper district,” 
into which sections 28 and 29 of the Code gave the defendant the 
right to remove it. The defendant having exercised that right, 
I am unable to see that section 51 affords the plaintiff any valid 
ground of objection. Mattison v. Boston & M. R. R. Co. (D.C.) 
205 Fed., 821, like the other cases upon which the plaintiff relies, 
was a case wherein the jurisdiction depended solely upon diverse 
citizenship. 

3. The defendant contends that, if the plaintiff ever had 
any right to object to the jurisdiction, that right has been waived 
by the steps taken in this court on the plaintiff’s behalf since 
the removal here; but no one of these steps appears to have 
been taken without the distinct statement by the plaintiff that it 
was taken without waiving its objection to the jurisdiction and in- 
sisting thereupon. In a stipulation between the parties, filed 
October 14th, it is distinctly agreed that the defendant may file 
an answer on or before a certain day, without waiving the 
plaintiff’s right to object to the jurisdiction and to move to re- 
mand. I am unable to hold that the plaintiff has lost the right 
to object, but I must overrule its objection. 

The motion to remand is denied. 


NEW YORK SUPREME COURT 
PAIN v. PAIN Fireworks DispLay Co. of AMERICA. 
(New York Law Journal, March 28, 1914.) 


New York Special Term, March 27, 1014. 


</>» 


UNFAIR COMPETITION—RIGHT TO Usk FAMILY NAME. 

One not engaged in any business can not complain of unfair 
competition in the use of his name by another, though in a line in 
which the plaintiff was himself formerly engaged. 





. 
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In Equity. On motion for preliminary injunction. Denied. 


Louis Hess, of New York, for plaintiff. 
James A. Foley, of New York, for defendant. 


CoHALAN, J.—Henry J. Pain, the plaintiff, seeks to restrain 
the defendant from using in any manner whatsoever the surname 
Pain in connection with the sale of fireworks. It appears that 
the plaintiff was engaged in the manufacturing and sale of fire- 
works for many years. During that time he was connected with 
James Pain & Son, Pain Manufacturing Company, Pain Fire 
works and Pain’s Pyrotechnic Company. In Igto he left the 
United States and for three years resided in London. He its not 
now engaged in the fireworks business in the United States and 
has not been so engaged since 1910. The defendant, an Illinois 
corporation, authorized to do business in this State, has been en 
gaged in the business since the Ist day of January, 1911. The 
papers show that the defendant purchased in New York the as 
sets of the Pain Manufacturing Company, an organization 
abandoned by the plaintiff, and at Chicago, through the fore 
closure of a chattel mortgage, purchased the assets of the 
Pain Pyrotechnic Company. It is conceded that at the time 
of the incorporation of the defendant there was no con 
cern or private individual connected with the sale and dis 
play of fireworks under a similar name within the United 
States. It must be assumed that the plaintiff has the 
right to the use of his own name, and a different question might 
arise if the defendant was using the name “Henry J. Pain.” 
Upon this point, and upon the other matter raised by the com- 
plainant, the case of Cutter v. Gudebrod Bros. Co. (44 App. Div., 
605) has peculiar application. In that case it was held that a 
purchaser from the assignee of the assets of a corporation, to 
which the plaintiff had given his name, acquired the right under 
his purchase to use the name of the corporation, and that the 
plaintiff could not complain of such use unless he was in some 
manner defrauded or the public thereby deceived. There is no 
other manufacturing concern maintained by this plaintiff in the 
fireworks trade. ‘The plaintiff can not claim to have been de 
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frauded, because he is not now nor has he been in business since 
the formation of the defendant company. Therefore it follows 
that the public can not, under the circumstances, be deceived. It 
is the plaintiff’s contention that when the assets of the Pain 
Manufacturing Company were sold, the receiver did not sell the 
trade name “Pain.” The plaintiff asserts that he only loaned the 
names “Pain” and ‘“Pain’s Fireworks” to the companies with 
which he was affiliated; that he had an understanding with these 
companies ; that upon their cessation of business the right to the 
use of the name would revert to him. This raises a question of 
fact the determination of which can not be had upon this applica- 
tion (Caswell v. Hazard, 121 N. Y., 484; Van Dyke v. Reilly Co., 
73 Misc., 88). The defendant is a solvent and successful cor- 
poration, doing business of $200,000 per year, and is now manu- 
facturing goods for the season of 1914, contracts approximating 
$100,000 requiring performance. The long absence of the plain- 
tiff from this country, and the fact that he is not now in busi- 
ness and is not now suffering damage impel the court to the 
belief that all the matters raised by the complaint should be held 
in abeyance until the trial of the action. The issuance of an in- 
junction, in view of the contracts made by the defendant, would 
work much damage to the defendant, while no appreciable injury 
will be sustained by the plaintiff. Motion denied. 


OHIO COURT OF APPEALS 
SaFE-CABINET CoMPANY v. GLOBE-WERNICKE COMPANY. 


Hamilton County, January 31, 1914. 


1. UnFArR CoMPETITION—CopyING NAME OF ARTICLE. 

The plaintiff, which adopted and popularized the name “Safe- 
Cabinet” as applied to fireproof metal document cabinets, is entitled 
to enjoin the use by a competitor of the name “Cabinet Safe” on a 
like article. 

. UNFAIR COMPETITION—CopYING APPEARANCE OF ARTICLE. 

The plaintiff who for years has made and sold fireproof docu- 
ment cabinets finished in olive green with gilt decoration may enjoin 
the use of a like combination and distribution of colors by defendant 
on a similar article, the purpose to fraudulently copy the plaintiff’s 
article being proven. 


to 


Appeal from a decree of the Court of Common Pleas, Hamil- 
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ton County, in favor of defendant. Reversed and remanded with 
instructions to grant injunction. 


James L. Stewart, Gideon C. Wilson and John Emory Cross, 
for plaintiff. 
Robertson & Buchwalter, for defendant. 


Before Jones, O. B., Swine and Jongs, E. H., Judges. 


O. B. Jones, J.—The action below was brought by plaintiff- 
in-error as plaintiff against the defendant-in-error as defendant 
claiming that defendant had wronged and was wronging plain- 
tiff by unfair business competition in the manufacture and sale 
of certain metal fireproof containers for papers, books and other 
articles, and in the use of the peculiar trade-name which plaintiff 
had originated for such manufactured articles. Plaintiff sought 
an injunction against the use of such trade-name and the con- 
tinuance of such unfair competition, and prayed for an account- 
ing and payment of all profits made by reason thereof. 

On hearing by the court of common pleas a decree was 
entered finding in favor of the defendant below and dismissing 
plaintiff’s petition. To this decree and the proceedings below 
plaintiff prosecutes error in this court. 


The entire record, embracing a volume of testimory con- 
taining almost 500 pages together with a very large mass of ex- 
hibits consisting of newspaper and magazine advertisements, 
catalogues, circulars, cards, folders and numerous other forms of 
advertising matter, as well as the safe-cabinet manufactured by 
the plaintiff and the cabinet safe manufactured by the defend- 
ant, were submitted to the court. 


After a careful consideration of this record and these ex- 
hibits the court finds that the plaintiff is a corporation organized 
under the laws of Ohio about January 31, 1906, having then 
succeeded a partnership composed of Willis V. Dick and George 
B. Shad of Marietta, who traded under the firm name of The 
Safe Cabinet Company, and who founded the business now 
owned by plaintiff in February, 1905, and then commenced the 
manufacture and sale of the goods known as safe-cabinets. This 
safe-cabinet was a novelty manufactured from sheet metal in 
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such a way as to leave an air space between two thin sheets of 
metal in which space was placed fire proof material in such man- 
ner as to become what is known as fireproof construction. 

This partnership and its successor the plaintiff corpora- 
toin were the pioneers in the manufacture and sale of goods 
of this character, and prior to their beginning in 1905 there was 
nothing known to the trade of the same character. The words 
“safe-cabinet”’ were applied to the article from its original con- 
struction, and have been so continued to the present time and it 
has been known to the trade by such name during the entire 
period covered by its manufacture. During the early years of 
its manufacture, prior to 1909, the word “Dick” was used in 
different ways in connection with the name safe-cabinet, but the 
words “safe-cabinet” or “safe-cabinet Company” appeared on all 
of these different products, and from and after the year 1909 the 
name plate simply called it the safe-cabinet putting on also the 
date of the patent, the name of the Company and its place of 
manu facture. 

These safe-cabinets were originally painted several dif- 
ferent colors, but after numerous experiments and considerable 
expense the standard shape finish and size for its product was 
finally adopted by plaintiff, and for several years prior to the 
filing of the petition except in cases of special order its safe- 
cabinet has been painted an olive green with a decoration in 
imitation of paneling with gold or yellow lines. Plaintiff made 
large expenditures of money in advertising and creating a market 
for said patented novelty, and its product so patented, decorated 
and labeled has been sold and resold under the designation of the 
“safe-cabinet” in domestic, interstate and foreign commerce. 
The public know and recognize said goods under such trade-name, 
and because of the merit of the article and the extensive ad- 
vertising plaintiff has built up a valuable trade and good will in 
the manufacture and sale of said patented novelty painted an 
olive green and decorated in imitation of paneling with gold 
or yellow lines and bearing the designation of “safe cabi- 
net.” The special name of safe-cabinet has thus become a 
trade-name and has in this manner come to have a special or 
secondary meaning implying that the article with reference to 
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which it is used is of plaintiff’s manufacture the combination 
of name, color and decoration becoming of value as appurtenant 
to the good will of plaintiff’s business. 

The defendant is an Ohio corporation which together with 
its predecessors has been continuously engaged in the manu- 
facture and sale of office furniture, sectional bookcases, files 
and equipment, for many years but did not manufacture an 
article similar to that manufactured and sold by plaintiff prior 
to February, 1911. Before defendant engaged in the manu- 
facture of said article there was no competition whatever be- 
tween the goods manufactured by the plaintiff and those of the 
defendant, and the same agent represented both plaintiff and 
defendant in many cities throughout the United States. 

In February, 1911, the defendant began the manufacture 
and sale of a fireproof container of practically the same shape 
and size as that of plaintiff and likewise painted an olive green 
color and decorated in imitation of paneling with gold or yel- 
low lines and labeled the same “Globe Cabinet Safe.” Plaintiff 
contends that the use of the name Cabinet Safe and the decora- 
tion of its goods with an olive green color and gold or yellow 
lines in imitation of paneling, is a simulation by defendant of 
the goods of the plaintiff, and is a fraudulent attempt on the 
part of defendant to deceive and mislead the public and the 
customers of the plaintiff into the belief that the goods manu- 
factured by the defendant emanated from the same source as 
those manufactured by the plaintiff, and that such acts amount to 
unfair competition in trade, the liability of deception being 
further enhanced by the fact that defendant also imitated the 
shape and most popular size of plaintiff’s goods. 

Plaintiff further claims that defendant’s article is of in- 
ferior workmanship and design and insufficient as a fire resist- 
ant, and that while in outward appearance both articles are the 
same there is a wide difference in their respective merits, the 
plaintiff’s article offering a resistance to a high degree of heat 
which the defendant’s could not withstand. 

The defendant claims that there has been no attempt on 
its part to mislead or to confuse or deceive anyone and that 
no fraud or unfair competition has been shown as against the 
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defendant. The defendant denies the right of plaintiff to the 
use of the words “Safe-Cabinet” as a trade-name, claiming that 
such name is merely descriptive of the characteristics of the 
article, and that no one can acquire exclusive right to such a 
trade-name and therefore claims the right to use the words in 
the manner in which it has been using them, to wit, ‘Cabinet 
Safe.” Counsel for defendant admits however that grammatically 
construed these words would appear to have the same meaning, 
arguing that the first word should be taken as the adjective or 
qualifying word and the last word as the noun; that in the 
name used by the plaintiff “Safe-Cabinet” the cabinet would be 
the main feature qualified by the word “Safe,” while in the 
term used by the defendant “Cabinet Safe” the safe would be 
the main feature qualified by the word “Cabinet.” It is hardly 
necessary to analyze the meaning of the word as has been done 
by counsel for defendant, as such analysis shows no difference 
in their meaning. It might, however, be noticed that their use 
by the plaintiff was with the hyphen between the two words, 
using therefore both words as nouns and neither as an adjective, 
indicating in that way possibly the name of a particular thing 
that combines in an equal degree the qualities of the object 
known as a cabinet with the object known as a safe. 

The evidence shows that the words had not been used 
together in such a way as to become known to the trade or to 
indicate any particular article, prior to their use by plaintiff or 
its predecessors. In this view of the facts it appears to the 
court that the name is one which might well be adopted and 
used by the company which first manufactured such an article, 
and that its subsequent use by a new competitor would be looked 
upon at least as a ground of suspicion, and taken in connection 
with other matters might lead to a finding of unfair competition. 


It is contended also by the defendant and shown by the 
evidence that the use of olive green paint as a decoration for 
steel articles was a matter that had been common to the trade 
for many years and defendant contends that because plaintiff 
and its predecessor had originally used other colors as well 
as that finally adopted by it as its standard that therefore there 
could be no objection raised by it or any claim made as to its 
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exclusive right to use the color which the evidence shows it has 
adopted and used as its standard some time before the defendant 
entered the field of competition. 

It may be well said that no one can have an absolute 
monopoly of a particular color, but it has been shown by the 
evidence that prior to the commencement of the manufacture 
of the Globe Safe Cabinet by defendant its standard color for 
file cases and other products had been colors in imitation of 
finished oak or mahogany wood, and for steel file cases that 
were not so colored it had used a maroon paint, and had been 
using other colors only on special orders. 

These facts taken in connection with the fact that it dis- 
regarded its previous standards of wood imitations and made 
olive green its standard color for its new product, with gold 
or yellow lines to imitate paneling, and the fact that in its 
catalogue of new goods it carried on the margin a miniature 
safe-cabinet or cabinet safe, printed in green ink, making its 
catalogue similar to that of plaintiff company, and also that it 
took as the size of its product the most popular size that was 
used by the plaintiff company, shows too many matters of 
similarity to be altogether accidental and not to show that it 
was actuated by the desire to gain the benefit of the expense and 
effort that had been borne by plaintiff in stimulating and creat- 
ing a market for its product. 

The court is compelled to reach the conclusion that the de- 
fendant has been guilty of those acts which constitute unfair 
business competition, especially when it is further considered, 
as shown by the testimony of the president of the plaintiff com- 
pany ; that prior to the commencement of the manufacture of its 
cabinet safe a safe-cabinet manufactured by the plaintiff was 
purchased by the defendant and was taken to its factory and 
dissected by its operatives with instructions from the president 
of the company to manufacture an article as near like it as 
possible in such a way as to take in the file case units made by 
the defendant, and not to infringe on the patent of the plaintiff 
company. 

Such a conclusion is further sustained by the fact that the 
evidence shows that agents who had been previously handling 
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goods manufactured by both plaintiff and defendant were re- 
quired by defendant to handle its goods alone and to give up the 
agency for the plaintiff's goods or to lose the exclusive agency 
for the defendant’s goods. 

The case of Yale & Towne Mfg. Co. v. Alder, 154 Fed. 
Rep., 37, is almost directly in point, the facts being so similar. 
The syllabus of this case is as follows: 

“A manufacturer of ager who deliberately and intentionally copied a 
higher-priced lock made by another manufacturer in form, size, coloring, 
lettering and details of finish, so that the two were substantially identical 
in appearance to a casual observer, and retail purchasers were likely to 
mistake one for the other, is chargeable with unfair competition, although 
the parts of the lock separately may have been open to his appropriation.’ 

Upon an ocular inspection by the members of the court the 
similarity of the appearance of the two articles made respectively 
by plaintiff and defendant shown as exhibits in court was suf- 
ficient almost of itself to convince the court that one was a 
“Chinese” copy of the other. While if critically examined to- 
gether points of difference might be discovered, it would be 
impossible for anyone not having first so studied them and 
memorized these differences, to properly describe them and 
identify the product of either party with that of the other 
party not then before him. 

On such a state of facts it is clear that the casual ordinary 
buyer at retail, not having both articles before him and not 
knowing the points of difference, or, possibly, even that there 
are two distinct manufacturers, but having read plaintiff’s ad- 
vertisements and having decided to buy a safe-cabinet would 
easily be induced to buy defendant’s cabinet safe, feeling that 
he was securing what he had intended to purchase. 

The plaintiff contending that the similarity of the two prod- 
ucts is sufficient to confuse or deceive purchasers, defendant 
undertook to point out certain differences. For instance, that 
the plaintiff's article has a cornice around the front and both 
sides at the top, while defendant’s has none at the sides be- 
cause of its desire to carry out its idea of elastic furniture by 
adding, if occasion demands it, other cabinets at the side with- 
out leaving any space between the two. This furnishes a reason 
for omitting the cornice at the sides, but does not give a reason 
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why when omitted on the sides it should still be retained on 
the front. 

A difference in the hinges was also referred to by one 
of defendant’s witnesses, but when he was asked to explain 
wherein the difference lay he was unable to do so without again 
referring to them and then making comparison between the 
two articles then in court. And the court was impressed with 
an incident which took place during the argument when counsel 
for defendant undertook to point out the difference between de- 
fendant’s article and that of plaintiff in court, and himself 
pointed out plaintiff's article as the product of defendant. If 
such a confusion could arise with a witness and counsel, who 
had both prepared for trial and were clearly advised of all 
points of difference in the two articles, how can it be said 
that no confusion or deception will arise with the ordinary casual 
purchasers in the market — who after all are the persons to be 
protected, and whose trade plaintiff is entitled to receive if he 
has legitimately secured it. 

In the case at bar it is clear that the demand for plaintiff’s 
goods was created before the defendant entered the field, and 
being in a similar business this demand was brought to the at- 
tention of the defendant by its agents and salesmen, and it did 
not hesitate to at once take advantage of the opening thus 
created to embark in the same business that had been made so 
successful by the plaintiff. We have stated above how the de- 
fendant first dissected the safe-cabinet of the plaintiff and com- 
menced the manufacture of its cabinet safe in close imitation of 
it. While the defendant strenuously insists that its article is 
superior to that of the plaintiff, and plaintiff as strongly contends 
that its own article is the superior. For the purposes of this 
case, which is the better is not essential. The real question be- 
comes — who was the pioneer in this manufacture? There is 
no dispute in the record but that the plaintiff had an established 
business before the defendant commenced, and there can be no 
question but that the marked similarity of defendant’s product 
was for the purpose of availing itself of plaintiff's trade and 
securing a part of its good will, and that the conduct of the 
defendant comes within what is known as unfair competition. 
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Defendant however, contends that it has put out no goods 
except with the name “Globe” upon them, that is, the name plate 
carries the words “Globe Safe Cabinet.” Such use of defend- 
ant’s name is not in itself a sufficient affirmative distinction 
where, as here, there are sufficient points of similarity to consti- 
tute unfair competition. 


In Menendez v. Holt, 128 U. S., 514, the Supreme Court 
Says in its opinion at page 521: 


“It is no answer to their action to say that there was no invasion of 
that right because the name of S. O. Ryder accompanied the brand upon 
flour sold by applicants, instead of the name of Holt & Co. That is an 
aggravation and not a justification, for it is openly trading in the name 
of another upon the reputation acquired by the device of the true 
proprietor.” 


See also to the same effect: 


Shaver v. Heler, 108 Fed. Rep., 821. 
Jacobs v. Beecham, 221 U. S., 263. 
Rushmore v. Manhattan, S. & S. Wks., 163 Fed. Rep., 939. 


Enterprise Mfg. Co. v. Landers, 124 Fed. Rep., 923: 


“Any manufacturer has the right to copy an article made by another 
which is not protected by patent but he has not the right to so imitate it 
in shape, design, color and number as to deceive purchasers of average 
intelligence and cause them to mistake his product for that of the prior 
manufacturer.” 


28 A. & E. Enc. (2Ed.) 410: 


“An exact copy of another’s trade-mark or name or the dress of his 
goods is not necessary to constitute infringement or unfair competition. 
Similarity, not identity is the test. There is some little confusion in the 
cases as to the standard to be applied, but the general rule seems to be 
that infringement or unfair competition exists whenever the resemblance 
is so close that ordinary purchasers, buying with ordinary caution are 
likely to be misled. The resemblance need not be sufficient to deceive 
experts or persons specially familiar with the trade-mark or goods in- 
volved, nor such as would deceive persons seeing the two trade-marks 
or articles placed side by side. A similarity sufficient to make it likely 
that unwary purchasers will be deceived has been deemed sufficient.” 


38 Cyc. 779: 


“No inflexible rule can be laid down as to what conduct will consti- 
tute unfair competition. Each case is in a measure a law unto itself. 
Unfair competition is always a question of fact. The question to be 
determined in every case is whether or not, as a matter of fact the name 
or mark used by defendant has previously come to indicate and designate 
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plaintiff’s goods, or, to state in another way, whether defendant, as a 
matter of fact, is by his conduct passing off his goods as plaintiff’s goods, 
or his pusiness as plaintiff's business. The universal test question is 
whether the public is likely to be deceived.” 


38 Cyc. 783: — 784:— 785: 

“It is often said that a fraudulent intent on the part of defendant to 
pass off his goods or business as and for that of plaintiff is necessary 
to constitute unfair competition, and infringement of trade-marks has 
been distinguished on this ground. But the reasons for not requiring 
proof of a fraudulent intent in cases of infringement of trade-marks 
apply equally well to unfair competition cases for the basis of the remedy 
is substantially the same in both cases. Unfair competition involves trad- 
ing upon another’s reputation and good will, and the injury is the same 
regardless of the intent with which it is done. Accordingly the better 
view is that an actual fraudulent intent need not be shown where the 
necessary and probable tendency of defendant’s conduct is to deceive 
the public and pass off his goods or business as and for that of plaintiff, 
especially where only preventive relief against continuance of the wrong 
is sought or granted. Even if the resemblance is accidental and not in- 
tentional, plaintiff is entitled to protection against its injurious results 
to his trade.” 


38 Cyc. 789:— 90-91: 


“It is the duty of a subsequent trader coming into an established 
trade not to dress up his goods or market them in such a way as to 
cause confusion between his goods or business and that of a prior trader 
Even conceding that the later trader has an equal abstract right to use 
particular words, names or marks, yet if his unexplained use of them 
will cause confusion and deception, he must accompany such use with 
affirmative distinguishing features sufficient to render deception improb- 
able. This rule applies to all classes of names, including descriptive 
generic personal and geographical names, which, although primarily 
publici juris, have acquired a secondary meaning and come to indicate 
the source of particular articles, the mere use of such a name by an- 
other, unaccompanied by adequate distinguishing statements, in itself 
amounts to an artifice calculated and intended to deceive, and constitutes 
unfair competition. 

“It is a question of fact in each case whether or not the goods or 
business of the subsequent trader have been so distinguished as to pre- 
vent any actual or probable confusion and deception. All the cireum- 
stances of the particular case must be considered. It is presumed that 
the public uses its senses and takes note of differences which are thus 
disclosed. But on the other hand it must be remembered that similarity, 
not identity, is the usual recourse when one party seeks to benefit him- 
self by the good name of another so that the mere existence of dif- 
ferences does not necessarily show honest and sufficient differentiation. 
A nice discrimination is not to be expected from the ordinary purchaser. 
Although differences between their respective labels and packages exist, 
and are readily apparent upon comparison, yet if the ordinary purchaser 
is liable to be deceived by the similarities which also exist, an injunction 
will be granted. Where the distinctive part of a name or mark is taken, 
minor differences afford no defense. Similarity in the main distinguishing 
features will usually be sufficient to constitute infringement or unfair 
competition.” 
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While the subject of trade-names and unfair competition 
is not altogether new, it has not arisen so frequently in the 
courts of Ohio as in those of many other states, yet in the 
federal courts and in England the cases are numerous and the 
doctrine has become well settled. 

In our Supreme Court it was considered in Brill v. Singer 
Mfg. Co., 41 O. S., 127, where the court found the facts did not 
make out a case of unfair competition. In the later case of 
Drake Medicine Co. v. Gleasner 68 O. S., 337, the question is 
well considered, and the opinion by Davis J. shows that the law 
of Ohio in regard to this subject is in accord with that of the 
federal courts and the other states. This case upheld the rule 
that if the simulation is clearly shown, positive proof of fraudu- 
lent intent is not required, but may be presumed; that if the 
similarity be such that persons exercising ordinary caution are 
liable to be misled into purchasing one article when they in- 
tended to purchase the other, an injunction will be allowed. 

The case of French Bros. Dairy Co. v. Giacin, decided by 
the court of this circuit, reported in 31 O. C. C., 395 affirming the 
lower court decision found in 20 O. D., 638 involves this doctrine. 
It was affirmed by the Supreme Court without report. 

The following nisi prius decisions also discuss the subject: 
Backus Oil Co. v. Backus Oil & Car Grease Co., 5 Bull, 546; 
Richardson v. Westjohn, 6 Bull, 233; Cohn v. Kahn, 8 Bull, 154; 
Lloyd v. Merrell Chemical Co., 25 Bull, 319; Reeder v. Brodt, 
6 O. D., 248; Feder v. Brung, 8 O. D., 179; Cincinati Vici Shoe 
Co. v. Cincinati Shoe Co., 9 O. D., 579; Ironside v. Ironside 
Chemical Co., 14 O. D., 193. 

It is not necessary to refer at length to the numerous cases 
cited by plaintiff and defendant. The objection made by de- 
fendant that many of plaintiff’s cases are where a registered 
trade-mark was being used and therefore did not apply, is not 
well taken, as the difference between the cases of the registered 
or technical trade-mark and cases merely of trade-names is in 
regard to the manner of proof — fraud being presumed in the 
first class of cases, while it must be proved in the latter class. 
The existence of infringement or unfair competition as depend- 
ent on the sufficiency of the resemblance between the name, 
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ensemble and the goods of the respective parties is a question 


' of fact to be determined upon the evidence in each particular 


case. 

It is determined by this court that the court below com- 
mitted error in finding for the defendant and in entering a 
decree dismissing plaintiff’s petition. 

The judgment is therefore reversed and the case remanded 
to the court below with instructions to enter a decree granting 
the injunction as prayed for in plaintiff’s petition. 

[For the latest cases relative to that form of unfair competition that 
consists in imitating the appearance of an article, see George G. Fox Co. 
v. Best Baking Co., et al., Reporter, Vol. 1, p. 245; Rattibone, Sard & Co. 
v. Champion Steel Range Co., Ibid., p. 259; Straus v. Weil, et al., Id., 
Vol. 2, p. 59; Lovell-McConnell Mfg. Co. v. American Ever-Ready Co., 
Ibid., p. 313; Rushmore v. Badger Brass Mfg. Co., Ibid., p. 480; Margaret 


Steiff v. Bing, Id., Vol. 3, p. 475; J. L Ogilvie Publishing Co. v. Royal 
Publishing Co., Ibid., p. 551.] 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
-STAMATOPOULOS Vv. STEPHANO Bros. 


(200 O. G., 1394.) 
March 2, 1914. 


CANCELLATION—APPLIES TO REGISTRATIONS UNbER THE AcT oF 1881. 

Section 13 of the act of 1905, providing for the cancellation of trade- 
mark registrations, applies also to registrations made under the act 
of 1881. 


Mr. E. S. Duvall, for the appellant. 
Mr. H. M. Wise, for the appellee. 


Van OrspEL, J.—This action was brought in the Patent 
Office by appellant for the cancellation of the registration of the 
trade-mark “Rameses” for cigarettes, granted to appellee August 
8, 1899, and September 5, 1905, respectively. The first regis- 
tration was granted under the act of 1881. It was held by the 
Commissioner of Patents that, as to that registration, the Office 
lacked jurisdiction to cancel it. From this ruling the case was 
brought here on appeal. 

The right of any person deeming himself injured by the 
registration of a trade-mark to challenge it by a proceeding for 
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its cancellation, is provided for in section 13 of the act of 
Congress of February 20, 1905, (33 Stats. L., 724), and it was 
under this act that this proceeding was brought. The decision 
of the Commissioner of Patents is to the effect that the pro- 
vision of the statute relating to cancellation is prospective, and 
not restrospective, and, therefore, can not be applied to trade- 
marks registered prior to the date of its enactment. This is 
the sole question involved in this case. 

The registration of trade-marks is regulated entirely by 
statute. There is no such property right acquired by registra- 
tion as either forbids regulation or abolition by a subsequent act 
of Congress. Section 13 relates entirely to procedure in the 
Patent Office. The act of 1881 did not provide for challenging 
a registration by a proceeding for cancellation. The act of 1905 
for the first time furnished this speedy and sensible remedy. Be- 
ing mcrely remedial, and a matter of procedure, it was within 
the power of Congress ta make it apply to all marks registered 
in the patent Office. Intention to make it apply only to future 
marks is not indicated in the later act. Neither do we find any- 
thing to that effect in the saving clause in section 30 of the act. 
Provision as to cancellation did not exist in the prior acts, hence 
the saving clause in the later act could have no reference to 
that subject. There being nothing irreconcilable or unreasonable 
in applying the remedy provided in section 13 to registrations 
allowed under prior acts, it is our duty to construe the acts in 
harmony. (United States v. Healey, 160 U. S., 136; State v. 
Stoll, 17 Wall., 4258.) 

The decision of the Commissioner of Patents is reversed, 
and the clerk is directed to certify these proceedings as by law 
required. 


[The present Commissioner of Patents had already held in accordance 
with the above opinion, overruling the decision above reversed. Reporter, 
Vol. 4, p. 135.] 











IN RE OCHS 
IN RE OcHs. 
(200 O. G., 1116.) 

February 2, 1914. 


1. Descriptive TERM—‘“$15.00 CLOTHES”. 
The word, symbol, and figures “$15.00 Clothes,” as applied to men’s 
clothing are descriptive of the character and the quality of the goods. 
2. CONFLICTING MARKS—MarkK INCLUDING Prior REGISTERED MARK. 
A mark which includes as an essential feature thereof the words 
“Gold Bond” was properly refused registration in view of the prior 
registration of these words. 


Mr. L. T. Michener, for the appellant. 
Mr. R. F. Whitehead, for the appellee. 


Ross, J.—This appeal is from a decision of the Commis- 
sioner of Patents refusing to register, as a trade-mark for — 
men’s and young men’s clothing, consisting of overcoats, raincoats, coats, 
vests and trousers, 
the words “Gold Bond Clothes” printed across the symbol and 
figures “$15.00,” the grounds of the refusal being that “Clothes” 
and “$15.00” are descriptive, as used by applicant, and that the 
words “Gold Bond” are anticipated by the registered mark of 
one Rosenthal. 


We agree with the Commissioner that the word “Clothes,” 
in connection with the symbol and figures “$15.00,” not only 
renders the mark descriptive of the goods with which it is used 
but also of the character or quality of such goods. See Win- 
chester Repeating Arms Co. v. Peters C. Co., (30 App. D. C., 
505); im re Myer Bros. Coffee & Spice Co., (32 App. D. C., 
277); Johnson v. Brandau, (22 App. D. C., 348); Planten v. 
Canton Pharmacy Co., (33 App. D. C., 268); in re Anti-Cori- 
Zine Chemical Co., (34 App. D. C., 191); in re Myer Bros. 
Coffee & Spice Co., (38 App. EE ¢.. 520). 

In Carmel Wine Co. v. California Winery (38 App. D. C., 
1) we ruled that one has no right to incorporate the mark of 
another as an essential feature of his mark. It follows, there- 
fore, that appellant has no right to register the words “Gold 
Bond” unless and until it is made to appear that the Rosenthal 
registration has been abandoned, and that question may be de- 
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termined either by an interference or by the filing of Rosenthal’s 
waiver of the mark. 


The decision is affirmed. 


THE PETER SCHOENHOFEN BREWING CoMPANY V. JOHN SEXTON 
& CoMPANY. 


(200 O. G., 1117.) 
February 2, 1914. 


Goops oF THE SAME DEscCRIPTIVE PROPERTIES—GRAPE-]UICE AND BEER. 
Grape-juice does not constitute goods of the same descriptive 
properties as beer. 
Mr. C. C. Linthicum, Mr. W. O. Belt, and Mr. W. M. Ful- 
ler, for the appellant. ; 
Mr. W. F. Murray, for the appellee. 


SHEPARD, C. J.—The appellee’s application for the regis- 
tration of “Edelweiss” as a trade-mark for grape-juice, a non- 
alcoholic beverage, was allowed for publication. The appellant 
filed an opposition thereto alleging its long prior use, and regis- 
tration of the same word as a trade-mark for lager-beer of its 
manufacture. 

Appellee’s demurrer was sustained and the opposition dis- 
missed on the ground that the goods of the respective parties 
are not of the same descriptive properties. We concur in this 
conclusion. (Muralo Co. v. National Lead Co., 36 App. D. C., 
541, 543; Johnson Educator Co. v. Sylvanus Smith Co., 37 App. 
D. C., 107; ffump Hairpin Co. v. De Long Hook & Eye Co., 
39 App. D. C., 484, 488.) 

The decision is affirmed; and the clerk will certify this de- 
cision to the Commissioner of Patents. 


E. A. BRomuND Company v. ColuMBIA Wax Propucts Co. 
; (200 O. G., 1115.) 
February 2, 1914. 


CONFLICTING MAarKs— ‘GRAND- Ma’s” AND “MorTHER’s.” 
The word “Grand-ma’s” are not so similar to the word “Mother’s” 
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that the use of these words upon the same goods would be likely to 
cause confusion or deceive purchasers. 

Mr. A. H. Serrell, for the appellant. 

Mr. Chas. H. Wilson, for the appellee. 


Roser, J.—This is an appeal from a decision of the Commis- 
sioner of Patents sustaining the demurrer of the appellee to the 
trade-mark opposition filed by appellant and holding that appellee 
is entitled to the registration of the word ‘‘Grand-ma’s” as a 
trade-mark for a perfumed waxing-pad, notwithstanding the 
prior adoption and use of the word “Mother’s” by the appellant 
as a trade-mark for such pads. 

In his decision the Commissioner says : 


While the words “Mother’s” and “Grand-ma’s” both refer to a 
woman, these words neither look alike nor sound alike, and in view of the 
common use of these words by persons of all classes as referring to well 
known relationships, it is not believed that they are so alike that there 
is any liability of purchasers being deceived by the mere use thereof. This 
is so obvious that in my opinion it is unnecessary to set this case down for 
taking testimony. 


In cases of this kind “the evidence of the eyes is more per- 
suasive and satisfactory than any other.” (Layton Pure Food 
Co. v. Church & D. Co., 182 Fed., 24; A. Leschen & Sons R. Co. 
v. Broderick & Br. Co., 36 App. D. C., 451.) 

We agree with the view of the Commissioner and therefore 
affirm his decision. 


THE ASBESTONE CoMPANY V. THE PHILip CAREY MANUFACTUR- 
ING COMPANY. 


(200 O. G., 857.) 
February 2, 1914. 


OpposITION—NAME OF OpposER—DAMACE Not NECESSARY. 

“Where the name of an ‘individual, firm, corporation, or associa- 
tion’ is sought to be registered, the right of opposition is statutory, and 
proof of actual damage is not required. Neither is it important that 
appellant had not engaged actively in the business for which it was 
allesed it was incorporated. It is not the business which the statute 
in this particular aims to protect. It is the corporate name, and it is 
sufficient that possible damage may be inferred from invasion of the 
property right which the corporation possesses in its name.” 
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Mr. C. L. Sturtevant, Mr. E. G. Mason, and Mr. H. N. 
Paul, for the appellant. 
Mr. Paul Finckel and Mr. A. M. Allen, for the appellee. 


VAN OrsbEL, J.—This is a trade-mark opposition. Appellee 
company filed an application in the Patent Office for the registra- 
tion of the word “Asbestone” as a trade-mark for hard asbestos 
boards. It alleges adoption and continuous use since June 1, 
1912. 

Notice of opposition was filed by appellant, a corporation 
duly incorporated under the laws of Pennsylvania on June 3, 
1900. The ground of opposition is stated as follows: 


That deponent would be damaged by the registration of the alleged 
advertised mark, and that said advertised mark can not lawfully be 
claimed as a trade-mark, because it consists merely in the name of a 
corporation, to wit: this opposer, not written, printed, impressed or woven 
in some particular or distinctive manner, or in association with a portrait. 
The said Asbestone Company was formed for the purpose of the manu- 
facture and sale of non-heat conducting and fire-proofing materials of 
asbestos and other mineral and chemical substances. 


Appellee moved to dismiss the opposition on the ground that 
the notice did not state facts sufficient to constitute a cause of 
opposition. On hearing, the notice was dismissed by the Ex- 
aminer of Interferences, which ruling was affirmed by the 
Commissioner. From the Commissioner’s decision, the present 
appeal was taken. 


It must be conceded that appellee is seeking to register the 
name of a corporation in existence at the time it adopted and 
began to use the mark. In general terms this is forbidden under 
section 5 of the Trade-Mark Act of February 20, 1905, which 
provides, in part, as follows: 


Provided, that no mark which consists merely in the name of an 
individual, firm, corporation, or association, not written, printed, im- 
pressed, or woven in some particular or distinctive manner or in associa- 
tion with a portrait of the individual . . . shall be registered under the 
terms of this act. 


Section 6 of the act provides that — 


any person who believes he would be damaged by the registration of a 
mark may oppose the same by filing notice of opposition, stating the 
grounds therefor. 
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The decisions below turned upon the alleged failure of 
appellant to establish damage as a fact. They applied to this 
case the rule of opposition applicable to the registration of a 
mere arbitrary technical trade-mark. This, we think, was error. 
The statute takes from the realm of possible registration the 
name of an individual, firm, corporation, or association, except 
under conditions not existing in this case. This limitation is 
founded upon sound principles of public policy. 


A man’s name is his own property, and he has the same right to its 
use and enjoyment as he has to that of any other species of property. 
(Brown Chemical Co. v. Meyer, 139 U. S., 540.) 


The same rule applies to a corporation. 


That the name of a corporation is an essential part of its being, and 
that courts, independent of statutory provision, will protect the corpora- 
tion in the use of its name, seems to be well settled by the authorities, 
and the controlling principles in such a case are those applicable to trade- 
marks. (Jnvestor Pub. Co. v. Dobinson, 72 Fed., 603.) 

The converse is equally true. Had appellee been using the 
mark when appellant incorporated, it could not by mere adop- 
tion of the name have created an exclusive right to its use. 
(Goodyear’s India Rubber Co. v. Goodyear Rubber Co., 128 
U. S., 598.) 

It follows, that, where the name of an “individual, firm, 
corporation, or association” is sought to be registered, as in this 
instance, the right of opposition is statutory, and proof of 
actual damage is not required. Neither is it important that ap- 
pellant had not engaged actively in the business for which it was 
alleged it was incorporated. It is not the business which the 
statute in this particular aims to protect. It is the corporate 
name, and it is sufficient that possible damage may be inferred 
from invading the property right which the corporation pos- 
sesses in its name. 

The decision of the Commissioner of Patents is reversed, 
and the clerk directed to certify these proceedings as by law 
required. 


reentry ree a 
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SUPREME COURT OF THE DISTRICT OF COLUMBIA 


STANDARD O11, Co. of NEW YorkK v. THoMas EwInc, CoMMIs- 
SIONER OF PATENTS. 


(Patent & Trade-Mark Review, Vol. 12, p. 151.) 
February, 1914. 


1. REGISTRATION OF TrADE-MARK—OBTAINABLE BY BILL IN Eoguity. 

It seems that registration of a trade-mark is obtainable by bill in 
equity. 

2. RENEWAL—PAYMENT OF RENEWAL FEE ONLY REQUIRED. 

By the terms of the trade-mark act of 1905, marks registered under 
it are renewable on no other conditions than the payment of the re- 
newal fee as provided therein. 

3. Act oF 1881—RENEWAL OF REGISTRATIONS. 

A mark registered under the trade-mark law of 1881 is renewable 
upon the same conditions fixed for marks registered under the act 
of 1905. 

In Equity. Bill by the Standard Oil Company of New York 
to compel the Commissioner of Patents to renew the registra- 


tion of its trade-mark “White Rose.” Decree for complainant. 


Archibald Cox, and William Wallace White, both of New 
York City, for complainant. 
Robert F. Whitehead, of Washington, D. C., for defendant. 


GouLp, J.—This is a bill in equity to compel the Commis 
sioner of Patents to renew the registration of plaintiff's trade- 
mark, consisting of the words “White Rose,” applied to refined 
petroleum, originally registered September 27, 1881. There was 
heretofore an appeal from the Commissioner’s refusal to the 
Court of Appeals, which was dismissed for lack of jurisdiction. 
(39 App. D. C., 491.) No question is raised as to the jurisdiction 
of this Court to entertain the bill and it would seem to come 
within the rule laid down in Hutchinson, Pierce & Co. v. Loewy, 
217 U. S., 457, and Atkins v. Moore, 212 U. S., 285. 

In 1910 the plaintiff made application for renewal of regis- 
tration within the time provided by Section 12 of the Trade- 
Mark Act of 1905, hereinafter quoted, accompanied by proof of 
its title to the former certificate of registration, and the neces- 
sary fee. The Patent Office refused to renew the registration 
because of certain other registrations made prior and subsequent 
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to plaintiff’s registration, thus holding that a renewal of registra- 
tion could not be granted without going through examination, 
publication and all other steps necessary in case of an application 
for an original certificate of registration under the Act of 1905. 

This action raises the only question in the case. 

Section 12 of the Trade-Mark Act of 1905 reads as follows: 

“That a certificate of registration shall remain in force for twenty 
years, except that in the case of trade-marks previously registered in a 
foreign country such certificate shall cease to be in force on the day on 
which the trade-mark ceases to be protected in such foreign country, and 
shall in no case remain in force more than twenty years, unless renewed. 
Certificates of registration may be from time to time renewed for like 
periods on payment of the renewal fees required by this act, upon request 
by the registrant, his legal representatives, or transferees of record in the 
Patent Office, and such request may be made at any time not more than six 
months prior to the expiration of the period for which the certificates of 
registration were issued or renewed. Certificates of registration in force 
at the date at which this act takes effect shall remain in force for the 
period for which they were issued, but shall be renewable on the same con- 
ditions and for the same periods as certificates issued under the provisions 
of this act, and when so renewed shall have the same force and effect as 
certificates issued under this Act.” 

The particular part of this section in controversy is the fol- 
lowing : 

“Certificates of registration in force at the date at which this act takes 
effect shall remain in force for the period for which they were issued, but 
shall be renewable on the same conditions and for the same periods as 
certificates issued under the provisions of this Act.” 


The contention of the Commissioner is that the word “are” 
should be inserted between the words “certificates” and “issued,” 
prior to the expiration of the period for which the certificates of 
registration in force at the date at which the Act of 1905 took 
effect should be renewable “as certificates are issued under the 
provisions of this Act,” thus requiring, for a renewal of old 
certificates a compliance with all the manifold requirements of 
the first eleven sections of the Act of 1905 including the question 
of interference with any known trade-mark owned and used 
by another, although such ownership and user may have come 
into existence after the Government had legalized and protected 
the trade-mark of the applicant for renewal. 

This construction of the clause in question is deemed to be 
erroneous. That it is, is apparent both from a study of the Act 
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itself, from the nature of trade-mark legislation, and from the 
results which would follow such an interpretation. 

In Section 12 is taken up for the first time the method of re- 
newal of certificates of registration. The sentence preceding the 
one in question provides that they “may be from time to time 
renewed for like periods on payment of the renewal fees re- 
quired by this Act, upon request of the registrant, . . . and 
such request may be made at any time not more than six months 
prior to the expiration of the period for which the certificates of 
registration were issued or renewed.” This, of course, applies 
to certificates issued under the Act of 1905. Then follows: 


“Certificates of registration in force at the date at which this Act takes 
effect shall remain in force for the period for which they were issued, 
but shall be renewable on the same conditions and for the same periods 
as certificates issued under the provisions of this Act.” 

To interpret that language as requiring for a renewal of old 
certificates any other conditions than those which are imposed 
for renewals of certificates issued under the Act, is to reconstruct 
and not to construe the language of the Act on this point. 

The whole history of the law of trade-marks negatives the 
idea that, where a statute has provided for their registration for a 
definite period, with provision for renewal, we should expect to 
find in such legislation a requirement that all conditions pre- 
requisite for original registration should be complied with when 
a renewal is sought. At common law trade-marks did not expire 
by lapse of time. The rights acquired thereby were limited only 
by the period of their use, and ceased only with their abandon- 
ment. When, therefore, legislation required their registration, 
renewals were made necessary for the sole purpose of negativing 
their abandonment. And when the fact of a continued user was 
manifested by the application for renewal, it would seem to be 
logical that the renewal should issue as a matter of course, with- 
out going through the elaborate procedure which was a pre- 
requisite to their original registration. 

Again, the section heretofore quoted gives the holder of a 
certificate of registration the right to make application for a re- 
newal “at any time not more than six months prior to the ex- 
piration of the period for which” it was issued. Thus, while 
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he can not make his application for renewals prior to six months 
before the expiration, he can make it six weeks, or six days before 
its expiration. Now the prior sections of the statute provide for 
original registration by steps which contemplate and necessitate 
considerable delay. It is to be presumed that many applications 
are filed and that they are taken up in regular order which alone 
would cause considerable delay. Then references are, or may 
be cited, requiring explanation or investigation. When the 
application is passed by the Patent Office it is printed in the 
Official Gazette. During thirty days “after the publication of 
the mark sought to be registered, any person who believes he 
would be damaged by the registration may oppose the same by 
filing a written notice of opposition,” which is heard in due 
course. Without reciting further the various steps provided for 
by the Statute and the rules governing the registration made pur- 
suant thereto, it is obvious that a much larger time than six 
months might be consumed in prosecuting an application through 
the Patent Office. Now as pointed out by counsel, the result 
might naturally be that there would be a gap between the expira- 
tion of a certificate and its renewal, provided the application for 
renewal had to follow the steps of an original application. By 
the pleadings, it is admitted that in practically all foreign 
countries, a continuous registration in this country is a condition 
precedent to protection by foreign registration. Therefore, if 
there is a gap between the expiration and the renewal of an 
American trade-mark, the foreign registration becomes of no 
effect, and an unscrupulous foreigner may avail himself of the 
trade established by the citizen of this country under an Ameri- 
can trade-mark by appropriating the trade-mark. 

As Chief Justice Marshall said in U. S. v. Fisher, 2 Cranch, 
358: 


“Where great inconvenience will result from 
tion, that construction will be avoided.” 


a particular construc 


For the reasons given, there will be a decree for complain- 
ant. 
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COMMISSIONER OF PATENTS 


DicEst oF MANUSCRIPT DECISIONS. 
Geographical Terms. 


The word “Pera,” applied to cigarettes, is not geographical. 
True, it is the name of a suburb of Constantinople, on the north 
side of the Golden Horn. The word, however, is of Greek origin, 
meaning “‘across,”’ and that is the reason why it came to be used 
to designate this suburb. Its geographical sense is, therefore, 
secondary. Its real meaning is fanciful and justifies its use as 
a trade-mark. The word is similar to “Delta,” (97 O. G., 2084), 
“Defiance,” (99 O. G., 861), “Java,” (185 Fed. Rep., 850), and 
“Gibraltar,” (110 O. G., 309). (*) 

The word “Neola” for flour, was improperly rejected be- 
cause the name of a town in Iowa, of a thousand population. 
The name is an Indian name and it would be so recognized by 
most people. Furthermore, the place is not a flour manufactur- 
ing place, is not the home of the applicant, and is registrable. 
*) 

The name “Palm Beach” in script above two palm branches, 
for woolen piece goods, is a good trade-mark. It is the name 
of a well-known health and pleasure resort but its reputation as 
such would negative any supposition that applicant’s goods were 
made there, and hence it is not objectionable in its geographical 
sense. Furthermore, it is not anticipated by the name “Palm 
Island” and the representation of a tree. The meaning is dif- 


ferent and the appearance of the marks as a whole is quite 
different. (*) 


Proper Names. 


The name “Rockwood” in script, with a paraph under- 
neath, for pianos and piano players, was rejected, because a 
proper name and a geographical term. The applicant says that 
the name was adopted without any thought of its significance 
in either meaning, to indicate that the cases have the hardness 


(1) Ex parte, Reshid Sadi, 111 Ms. Dec., 495. 
(1) Ex parte, Shannon & Mott Co., 112 Ms. Dec., p. 405. 
(3) Ex parte, Goodall Worsted Co., 112 Ms. Dec., p. 406. 
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of a rock. If all words found in directories or gazetteers were 
rejected, the rule would prohibit the registration of any word. 
In this case, there is no attempt to gain anything from the reputa- 
tion of any locality. The word has a fanciful meaning, is some- 
what peculiar in appearance as presented, and is registrable.(*) 

The word “Alston” for saws enclosed in a triangle, the let- 
ter increasing in size from each end toward the middle, is suf- 
ficiently distinctive as a surname to be registered and not so 
distinctly geographical as to be open to objection on that ground. 
(*) 

The word “Kraft” for coal tar dyes was rejected because 
a proper name and because a misspelling of the word “craft” and, 
therefore, descriptive, indicating that the goods were made with 
skill. The rejection was erroneous. Almost any word may be 
the name of some person, and the meaning given to the word by 
the examiner is too strained, to render it descriptive. The word 
is a German word meaning “strength,” which, as applied to dyes, 
is meaningless. (*) 

The word “Kady” as a trade-mark for garters was rejected 
because a surname, not distinctively displayed. It is not the 
intent of the law to reject every word that may be found in the 
city directories as the name of a person, since one can hardly 
mention a word that is not the name of some person. Besides, it 
has already been registered for other goods. The decision of the 
examiner was reversed. (*) 

The name “Veeder” represented in a peculiar type with the 
“V” extending over the whole word, as a trade-mark for cyclo- 
meters, is registrable. .It has already been registered by the 
patent office and is more distinctive than a facsimile signature, 
which is always registrable. Moreover, it is not of common 
occurrence as a proper name. (°) 

The word “Ralston,” the letters being in script form, pierced 
by an arrow, is a proper name distinctively displayed and is not 

(1) Ex parte, H. Kleber & Bro., Ltd., 112 Ms. Dec., p. 453. 

(2) Ex parte, Alston Saw & Steel Co., 112 Ms. Dec., p. 275. 

(3) Ex parte, Badische, 112 Ms. Dec., p. 240. 


(4) Ex parte, Ohio Suspender Co., 112 Ms. Dec., p. 263. 
(5) Ex parte, Veeder Mfg. Co., 112 Ms. Dec., p. 262. 
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anticipated by prior registrations, the essential feature of which 
is an arrow. (1) 

The name “Stifel’” for cotton goods, the letters being made 
up of dots, giving a stipple effect, is registrable. (7) 

The name “Hein” in script with a paraph underneath, dis- 
played on the representation of a rough sign board supported 
by a post, is distinctively displayed. (*) 


Descriptive Terms. 


The term “Five O’Clock” for biscuit is sufficiently arbitrary 
to be registered, even though the phrase “Five O’Clock Tea” as 
shown on the specimens filed, would be descriptive. The phrase 
is no more descriptive than “Picnic,” “Tourist” or “Twilight” 
previously registered for food products. Furthermore, the 
phrase “Five O’Clock” has already been registered for tea, 
and “Eight O’Clock” for coffee.(*) 

The name “Woody Tiger” and the representation of a 
tiger as applied to toys, was rejected, because only the name 
and the representation of the toy itself. The commissioner says 
there is no proof in the record of any such fact. The examiner 
evidently has a suspicion that such is the case, but in the absence 
of any evidence that there is such a toy or that the picture 
is a picture of the toy, the registration must be allowed.(°) 

The word “Freflo” for dry pigment for making inks was 
rejected as descriptive, because a misspelling of “Free Flow” 
and indicating that the inks made from the pigment would 
flow freely. The commissioner holds, the word would not 
usually be understood to be of such an origin and is registrable. 
(°) 

The trade-mark “Vac-M” for electrical apparatus should 
not have been rejected, as a misspelling of the word “vacuum.” 


(1) Ex parte, Churchill & Alden Co., 112 Ms. Dec., p. 238. 
(2) Ex parte, J.S. Stifel & Son, 112 Ms. Tec., p. 336. 
(3) Ex parte, John C. Hein Co., 112 Ms. Dec., p. 454. 
(4) Ex parte, National Biscuit Co., 112 Ms. Dec., p. 402. 
(5) Ex parte, Kate P. Hampton, 112 Ms. Dec., p. 380. 


(6) Ex parte, Binney & Smith Co., 112 Ms. Dec., p. 306. 
| ’ J I 














DIGEST OF MANUSCRIPT DECISIONS 171 
It might as well be a misspelling of any one of a number of 
other words, and is registrable. (*) 

The word “Everbest” in script, as applied to butter, is de- 
scriptive. It is one of those laudatory expressions used in ad- 
vertising, to the exclusive use of which no one can obtain the 
right. (7) 

The word “Crystal” for corn syrup was rejected on the 
authority of decisions of the Court of Appeals, rejecting it as 
descriptive for beer (/n re New South Brewing & Ice Co., 
142 O. G., 291), and for sugar (Ex parte, American Sugar Re- 
fining Co., 178 O. G., 1153). (#) 

The word “Tubular” for printing presses is descriptive, 
being applied to presses, the printing plate of which is tubular 
or cylindrical in shape, as distinguished from those having a 
half cylindrical form. The term is used to describe the press 
in the patents under which the press is made. The argument 
that it is descriptive not of the press but of the plates only, is 
ineffective. The press is described by reference to its most 
prominent feature. (+) 

he words “Cast Forgings,” for soft iron castings, are 
descriptive, indicating that the goods have the properties of 
castings and of forgings at one and the same time. The conten- 
tion of the applicant that the words are contradictory of each 
other, does not make the term less descriptive. (5) 

The phrase “The Player That’s Different,” for piano players 
and player pianos, is descriptive. (®) 


Representation of the Goods. 


A trade-mark for cartridge shells consisting of the picture 
of an ordinary cartridge shell, colored black, is not registrable, 
being merely a representation of the goods. This is more clearly 
the ‘case, because the color of the cartridge is due to a method 


(1) Ex parte, National Electric Specialty Co., 112 Ms. Dec., p. 250. 
(2) Ex parte, B. S. Pearsall Butter Co., 113 Ms. Dec., p. 71. 

(3) Ex parte, Corn Products Refining Co., 113 Ms. Dec., p. &4. 
(4) Ex parte, Duplex Printing Press Co., 113 Ms. Dec., p .85. 
(5) Ex parte, Hess Steel Castings Co., 112 Ms. Dec., p. 265. 

(6) Ex parte, Krell Auto Grand Piano Co., 113 Ms. Dec., p. 27. 
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of manufacture formerly patented, but the patent on which has 
now expired. 

The question of the opponent’s standing in the proceeding 
is immaterial since it has put the office in possession of facts 
which show that the applicant had not exclusive use of the 
mark during the ten-year period, and that it ought to be re- 
jected. (7) 


Use of Mark Required. 


This interference involved the use of the word “Butterfly” 
as a trade-mark for sterilized cream. It was shown to have 
been registered in Great Britain by Fussells in 1908. It was 
used by them on one shipment of twenty-five cases in 1904 and 
in 1908 on one shipment of six cases. The Hudson Company 
began the use of the mark in August, 1910, and has used it con- 
tinuously ever since. Even though Fussells have extensively 
used the mark since the tariff was taken off this class of goods, 
the use so made is not sufficient to give title to the mark 
against the Hudson Company. (*) 


Emblem of a Fraternal Society. 


Application to register the word “Wingedfoot” and the 
conventional representation of the winged foot of Mercury as a 
trade-mark for hosiery. This was opposed by the New York 
Athletic Club, whose emblem it is, and who use it on clothing, 
glassware, silver, linen, flags, banners and otherwise. Held that 
the Club had a right to oppose the application. 

“An injury such as the New York Athletic Club complains of is 
well understood in trade-mark practice. It is of the same nature as the 
injury a person might feel in having his photograph used as a trade-mark. 


It is held that such an injury amounts to sufficient damage to sustain an 
opposition.’ 


The application was pending prior to the amendment of 
January 8, 1913, forbidding the registration of the emblem of a 
fraternal society, if in use by the society before its adoption 


(1) Winchester Repeating Arms Co. v. U. S. Cartridge Co., 112 Ms. 
Dec., p. 21 


3- 
(2) Fussell & Co., Ltd. v. Hudson Condensed Milk Co., 112 Ms. 
Dec., p. 252. 
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as a trade-mark by the applicant. Such being the case here, it 
was held that the opponent was entitled, under the amendment, 
to oppose, even though the application was filed before the 
amendment became law. Referring to the standing of the ap- 
plicant as a fraternal society, the: commissioner holds that the 
legislation was evidently intended to give statutory sanction to 
prior decisions of the Patent Office, forbidding registration to the 
words “Knights of Labor” and “Red Cross” and since the 
New York Athletic Club is as much a fraternal society as either 
of these organizations, it is presumed to be equally entitled to 
the benefit of the statute. (+) 


Conflicting Marks. 


The word “Tearabout” in script for suits of clothes does 
not conflict with “Knockabout” for the same goods. Moreover, 
it has already been registered in spite of the registration of 
“Knockabout.” The case is similar to that of “Kaladont’” and 
“Sozodont,” which the Court of Appeals held do not conflict 
(165 O. G., 732). In view of the decision and the registrations 
above mentioned, the applicant should not have been put to the 
expense of an appeal.(*) 


Goods of the Same Descriptive Properties. 


” 


for oil burn- 
ers and oil burning furnaces. The opponent claimed prior use on 
electric heating apparatus. In view of the uncertainty whether 
anybody would be misled, whether the goods would be sold by 


The applicant applied to register “Simplex, 


the same dealer, whether the manufacture of oil burners would 
be in the natural expansion of the opponent’s business, the com- 
missioner held that a motion to dismiss should be denied and 
the parties put to proof. (*) 

The opponent was prior in date of use of the mark “Sim- 
plex” on electric heating apparatus, the applicant on a thermos- 
tatic steam trap. Inasmuch as this is a very common mark, 
over fifty registrations of it having been made in the Patent 

(1) New. York Athletic Club v. John M. Given, Inc., p. 268. 

(2) Ex parte, H. Kuhn & Sons, Inc., 112 Ms. Dec., p. 472. 


(3) Simplex Electric Heating Co. v. American Heating & Power Co. 
113 Ms. Dec., p. 22. 
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Office, it should be registered. If, however, it were a new mark 
of an arbitrary character, which some one else was trying to 
borrow with a view to profiting by its reputation, the case would 
be different. (*) 

The word “Cameragraph” for an apparatus for exposing 
and developing photographic prints, conflicts with the use 
of the mark on motion picture projecting machines. The goods 
belong in the same class, are usually sold by the same dealers, 
the name is unusual and distinctive and differs in that respect 
from the “Simplex” case. Therefore, it is believed that con- 
fusion as to the origin of the goods would result from the con- 
temporaneous use. (7) 

Application to register the word “Rockwood” for enamel 
paints opposed by a manufacturer of pottery. Held that the 
goods were of different descriptive properties, even though 
enamel may be used in the opponent’s business. (*) 


Appeal in Cancellation Proceeding. 


A fee of ten dollars is payable upon an appeal from a de- 
cision of the examiner of interferences, dismissing a proceeding 


to cancel a trade-mark. This is so, even though no fee is re- 
quired upon the filing of the original petition to cancel. (*) 


(1) Simplex Electric Heating Co. v. Gold Car Heating & Lighting 
Co., 113 Ms. Dec., p. 20. 

(2) Nicholas Power Co. v. Cameragraph Co., 113 Ms. Dec., p. 37. 

(3) Rockwood Pottery Co. v. A. Wilhelm Co., 112 Ms. Dec., p. 323. 

(4) Black Betsey Coal & Mining Co. v. W. J. Hamilton Coal Co., 
113 Ms. Dec., p. 61. 





